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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 43-45, 48-51, 54-60, 63-72, 76-80, 84 and 85 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Berlowitz et al (6,663,767). 

Applicants' arguments filed 1 6 September 2009 have been fully considered but they are 
not persuasive. As previously set forth, Berlowitz et al ["Berlowitz"] disclose a diesel fuel 
blended fuel composition which comprises an undercut conventional diesel fuel and a Fischer- 
Tropsch derived diesel fuel in amounts ranging from 5 to 90 vol. % of Fischer-Tropsch derived 
distillate, and 90 to 5 vol. % petroleum distillate. See the claims. Berlowitz teaches that the 
blended fuel demonstrates better than expected emissions and reduced sulfur content when used 
in a diesel engine. See column 2, lines 17-63. The Fischer-Tropsch derived diesel fuel is set 
forth in columns 3-4 wherein the Fischer-Tropsch derived hydrocarbon distillate has a T95 of at 
least 600°F, more preferably the Fischer-Tropsch derived distillate has an initial boiling point of 
at least 300°F and a T95 of at least 650°F, even more preferably an initial boiling point of at least 
320°F and a T95 of at least 700°F to 750° F. See lines 49-54 in column 4. The examiner is of 
the position that the Fischer-Tropsch derived hydrocarbon distillate of Berlowitz meets the 
limitations of the Fischer-Tropsch derived gas oil of the claims. The blended fuel composition 
was subjected to engine testing wherein the blended diesel fuel was compared to conventional 
petroleum diesel fuels. Berlowitz teaches that significantly lower emissions and particulate 
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matter were produced from the diesel fuel blend when compared to two different conventional 
diesel fuels. See column 6, line 59 to column 7, line 40. 

In response applicants presented new claims 43-85 which are essentially drawn towards a 
method of removing and/or reducing injector fouling and/or combustion related deposits in a 
diesel engine which comprises the step of combusting in the diesel engine a fuel blend 
comprising a sufficient amount of Fischer-Tropsch derived gas oil to produce a cleaned diesel 
engine. Applicants argued that Berlowitz does not disclose such a method of removing and/or 
reducing injector fouling and/or combustion related deposits in a diesel engine. This is not 
deemed to be persuasive because the method of the independent claims essentially comprises the 
step of combusting in the diesel engine a fuel blend comprising an amount of Fischer-Tropsch 
derived gas oil which is clearly taught by Berlowitz as set forth above. Although reducing 
injector fouling and/or engine deposits is not specifically set forth in Berlowitz, reduction of 
particulate matter is briefly discussed in column 7, lines 37-40, and it has been held that the 
discovery of a previously unappreciated property of a prior art composition, or of a scientific 
explanation for the prior art's functioning, does not render the old composition patentably new to 
the discoverer. See Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342,1347, 51 USPQ2d 1943, 1947 
(Fed. Cir. 1999). Further the claiming of a new use, new function or unknown property which is 
inherently present in the prior art does not necessarily make the claim patentable. In re Best, 562 
F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). Thus the examiner maintains the position 
that Berlowitz meets the limitations of the above rejected claims. 

In response applicants argued that the claims are method claims and the court cases relied 
on by the examiner are inapplicable because they pertain to composition/product claims. This is 
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not deemed to be persuasive because the method of the independent claims essentially comprises 
the step of combusting in the diesel engine a fuel blend comprising an amount (unspecified) of 
Fischer-Tropsch derived gas oil which is clearly taught by Berlowitz as set forth above. The 
Fischer-Tropsch derived blended fuels of Berlowitz are being used for their known purpose as 
diesel fuels in compression-ignited (diesel) internal combustion engines. Berlowitz discloses 
that the blended diesel fuel demonstrates "better than predicted emission characteristics". 
Berlowitz discloses that emissions include "solid particulate matter (PM) and nitrogen oxides 
(NOx)". According to applicant, the reduction of injector fouling and/or engine deposits of the 
claims is not disclosed in Berlowitz and the examiner has not established that removing injector 
fouling is an established function of the claimed fuel blend. 

The examiner responds by asserting that the combination of familiar elements according 
to known methods is likely to be obvious when it does nothing more than yield predictable 
results. KSR Int'l Co. v. Telejlex, Inc., 550 U.S. 398, 416 (2007). In resolving obviousness 
issues, the question is whether the improvement is more than a predictable use of prior art 
elements according to their established functions. KSR, 550 U.S. at 417. If a person of ordinary 
skill can implement a predictable variation, § 103 likely bars its patentability. 

In another words, if a claim extends to what is obvious, it is not patentable under § 103. 
KSR, 550 U.S. at 419. See also In re Munchmore, 58 CCPA 719, 722, 433 F.2d 824, 826 (CCPA 
1970). For this reason, the USPTO long ago adopted a practice, confirmed by binding court 
precedent, that any showing of unexpected results based on supposedly unpredictability, must be 
commensurate in scope with the breath of the claims. See In re Grasselli, 713 F. 2d 731, 743 
(Fed. Cir. 1983). The examiner is of the position that there is no evidence of record that the 
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reduction of injector fouling and/or engine deposits in diesel engines is an unexpected result 
based on supposedly unpredictability of the blended diesel fuel composition disclosed in 
Berlowitz. 



Claim Rejections - 35 USC §103 

Claims 46, 47, 52, 53, 61, 62, 73-75 and 81-83 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Berlowitz et al (6,663,767) in combination with Bacha et al (6,776,897). 

Applicants' arguments filed 19 September 2009 have been fully considered but they are 
not persuasive. As previously set forth, Berlowitz ct al ["Berlowitz"] is relied on as outlined 
above. Applicants' invention may differ in several of the dependent claims by adding a 
conventional additive, namely a detergent, to the diesel fuel blend which is not taught in 
Berlowitz. However, Bacha et al ["Bacha"] is added to teach that diesel fuel compositions 
containing Fischer-Tropsch derived diesel fuels may comprise conventional additives such as 
detergents. See column 5, line 48 to column 6, line 66. Having the prior art references before 
the inventors at the time the invention was made it would have been obvious to the skilled artisan 
to have added a detergent to the diesel fuel blended composition of Berlowitz if its known 
imparted property was so desired. 

Applicants' arguments are not deemed to be persuasive for the reasons set forth 
hereinabove. 
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THIS ACTION IS MADE FINAL. Applicants are reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellen M. McAvoy whose telephone number is (571) 272-1451. 
The examiner can normally be reached on M-F (7:30-5:00) with alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ellen M McAvoy/ 
Primary Examiner 
Art Unit 1797 



EMcAvoy 
November 10, 2009 



